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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 03 July 2007 . 
2a)D This action is FINAL. 2b)(3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Any rejection or objection not reiterated in this Action is withdrawn. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 3, 
2007 has been entered. 

Double Patenting 

Claims 11 and 12 remain rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over U.S. Patent Nos. 
6,001 ,577; 5,998,142; 5,763,595; 5,763,177 and 6,482,594 for the reasons of record set 
forth in the office action mailed June 29, 2005. The examiner notes applicant's 
willingness to file a terminal disclaimer upon indication of allowable subject matter, but 
until such time it is proper to maintain the rejection. Upon further consideration, the 
rejections over US 5,705,337 and US 5,962,219 are withdrawn. 
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Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 120 as follows: 

The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 112. See Transco Products, Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 07/714,131, fails to 
provide adequate support or enablement in the manner provided by the first paragraph 
of 35 U.S.C. 112 for one or more claims of this application. The claims recite nucleic 
acid ligands that are capable of forming a crosslink to a target and comprise one or 
more photoreactive groups. The specification of the '131 application (now US 
5,475,096) describes the selection of nucleic acid ligands, but does not appear to 
contemplate the inclusion of the photoreactive bases recited in claim 12, nor does it 
contemplate that nucleic acid ligands can form a crosslink to a target. Therefore, the 
filing date of the instant application is September 16, 1994, the filing date of 
PCT/US94/10562. If applicant believes that support for the claimed invention exists in 
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an earlier filed application, it should be pointed out with particularity in any response to 
this office action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 11 is rejected under 35 U.S.C. 102(b) as being anticipated by Van Houten 
et al. (Journal of Biological Chemistry 1986, vol. 261, pages 14135-14141). 

Claim 1 1 is directed to a nucleic acid ligand that is capable of forming a crosslink 
with a target molecule and comprises one or more photoreactive groups. The instant 
specification defines target molecules broadly as including "virtually any chemical 
compound, whether monomeric or polymeric. Molecules of any size can serve as 
targets" and specifically contemplates nucleic acids as target molecules on page 45. 
Therefore, the complement of a nucleic acid is considered to be a nucleic acid ligand of 
a target molecule. 

Van Houten et al. disclose nucleic acids comprising psoralen, a photoreactive 
group capable of forming a crosslink with a target molecule, in this case the 
complementary DNA strand. 

Thus, Van Houten et al. disclose all limitations of and anticipate claim 11. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the. manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a) f the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 103(a). 

Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Van Houten et al. as applied to claim 1 1 above, and further in view of Tanner et al. 
(Biochemistry 1988, vol. 27, pages 8852-8861). 

Claim 1 1 is described in the rejection over Van Houten et al. Claim 12 limits 
claim 1 1 by reciting specific photoreactive groups. 

Van Houten et al. teach oligonucleotides comprising the photoreactive group 
psoralen that are capable of crosslinking to the complementary nucleic acid when 
exposed to ultraviolet radiation. Van Houten et al. do not explicitly teach incorporation 
of the photoreactive groups recited in claim 12. 
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At the time the invention was made, numerous nucleotide analogs that form 
crosslinks with nearby moieties upon exposure to ultraviolet light were known to the 
person of ordinary skill in the art. For example, Tanner et al. teach the incorporation of 
4-thiouridine and 5-bromouridine into nucleic acids. Upon irradiation with ultraviolet 
light, nucleic acids comprising these photoreactive groups formed crosslinks with yeast 
tRNA ligase. 

Because Van Houten et al. and Tanner et al. each teach nucleic acids containing 
photoreactive groups, it would have been obvious to one of ordinary skill in the art to 
substitute the photoreactive groups taught by Tanner et al. into the nucleic acid of Van 
Houten et al. to predictably obtain a nucleic acid able to crosslink a target after 
exposure to ultraviolet radiation. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tracy Vivlemore whose telephone number is 571-272- 
2914. The examiner can normally be reached on Mon-Fri 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Schultz, can be reached on 571-272-0763. The central FAX Number 
is 571-273-8300. 

Patent applicants with problems or questions regarding electronic images that 
can be viewed in the Patent Application Information Retrieval system (PAIR) can now 
contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
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Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has 
been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It 
also enables applicants to view the scanned images of their own application file 
folder(s) as well as general patent information available to the public. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. 

For all other customer support, please call the USPTO Call Center (UCC) at 800- 
786-9199. 1 



Tracy Vivlemore 
Examiner 
Art Unit 1635 
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September 16, 2007 




